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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 1 1 August 2005 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 16 and 18-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim{s) 16 and 18-25 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 22 February 2002 is/are: a)S accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 1638 

DETAILED ACTION 
RCE Acknowledgment 

1. The request filed on 8/1 1/2005 for a Request for Continued Examination (RCE) under 37 
C.F.R. § 1.114, based on parent Application No. 09/931,457 is acceptable and a RCE has been 
established. An action on the RCE follows. 

2. Claims 16, and 18-25 including SEQ ID NO:30 encoding SEQ ID N0:31 are pending 
and are examined in the present office action. 

3. In the "Response After Allowance" filed 8/1 1/2005, AppHcant requested that the filing 
date of the instant application be changed back to 8/16/2001 from 2/22/2002. 

The Office has changed the filing date back to 8/16/2001, and a corrected filing receipt 
will be mailed to Applicant. 

4. In the "Response After Allowance," filed 8/1 1/2005, applicant also requested the Office 
to charge the extension of time fee for the prior (parent) application number 09/424,976. MPEP 
201.06(c)(X. Extensions of Time) provides that "[i]f an extension of time is necessary to 
establish continuity between the prior application and the continuing application filed under 37 
CFR 1.53(b), the petition for an extension of time must be filed as a separate paper directed to 
the prior nonpro visional application ." (Emphasis added.) 

Applicant states that the instant application was filed in response to a restriction 
requirement made in prior application number 09/424,976 and provided a fee authorization for 
the extension of time with the filing papers of the instant application (09/93 1 ,457). Applicant, 
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however, failed to file the fee authorization for the extension of time as a separate paper directed 
to the prior application. The Office cannot use the fee authorization filed in the instant 
application to charge the extension of time fee required in the prior application. Accordingly, the 
prior application was abandoned prior to the filing of the instant application. This means there is 
no copendency between this application and the prior application and the benefit claims to the 
prior application. This means that the claimed benefit to the provisional application is not 
proper. Therefore, the effective priority date of the instant application is 8/16/2001. 

In order for this application to claim the benefit of nonprovisional application 09/424,976 and 
provisional applications 60/065,385 and 60/049,406, Applicant is required to file a petition to 
revive prior application 09/424,976 for the purposes of copendency. Applicant may use form 
PTO/SB/64 for filing the petition. 

Specification 

5. The first paragraph of the specification is objected to because Applicant's priority 
statement is incorrect, as discussed above. 

Claim Rejections - 35 USC §102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 16, and 18-25 are rejected under 35 U.S.C. 102(b) as being anticipated by Falco 
et al (December, 1998, WO 98/56935). 

The claims are drawn to an isolated polynucleotide comprising a nucleotide sequence 
encoding a polypeptide having cysteine synthase activity, wherein the polypeptide has an amino 
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acid sequence of at least 95% sequence identity to SEQ ID N0:31, or the full length 
complement, or wherein the amino acid sequence comprises SEQ ID N0:31, or wherein the 
nucleotide sequence comprises SEQ ID NO:30; a vector comprising said polynucleotide, a 
recombinant DNA construct comprising said polynucleotide operably linked to at least one 
regulatory element, or a method of transforming a cell comprising said polynucleotide, or a cell 
comprising the recombinant DNA construct, or a plant or seed comprising said recombinant 
DNA construct. 

Falco et al disclose a polynucleotide comprising a nucleotide sequence encoding SEQ ED 
N0:31, which exhibits 100% sequence identity with SEQ ID N0:31 from the instant application 
(see enclosed sequence search results) wherein said nucleotide sequence comprises SEQ ID 
NO:30 (page 6, lines 7-10). SEQ ID NO:30 from WO 98/56935 exhibits 100% sequence 
identity with SEQ ID NO:30 of the instant application (see enclosed sequence search results). 
Falco et al disclose transforming monocot or dicot cells with said nucleotide sequence wherein 
said nucleotide sequence is subcloned into a construct comprising a promoter located 5' and a 
terminator located 3' to said nucleotide sequence, wherein said construct is inserted into a 
transformation vector that is used to transform either monocot or dicot cells, which are 
eventually regenerated into whole plants (pages 23-26, Example 3-4), Falco et al discloses 
transformed plant or plant seeds comprising said nucleotide sequence (page 27, Example 5) and 
as such, Falco et al anticipate the claimed invention. 
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Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

7. Claim 23 is rejected under 35 USC 101 because the claimed invention is directed to non- 
statutory subject matter. 

The claim recites "A cell comprising" which reads on a human being. Amending the 
claim to recite "An isolated cell" will obviate the rejection. 

8. No claims are allowed. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stuart F. Baum whose telephone number is 571-272-0792. The 
examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at 571-272-0975. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Art Unit: 1638 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-1600. 

Stuart F. Baum Ph.D. 
Patent Examiner 
Art Unit 1638 
January 30, 2006 
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